THL'S OPI NI ON WAS NOT_ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.
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Appeal No. 1997-3785
Application No. 08/527,591

Bef ore ABRAMS, STAAB, and GONZALES, Adninistrative Patent
Judges.

ABRAMS, Adnini strative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe decision of the exam ner
finally rejecting clainms 1-19, which at that point constituted

all of the clainms of record in the application. Subsequently,
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an anmendnent after the final rejection was entered in which
clains 14-19 were
canceled and clainms 1 and 3 were anended. The final rejection
was nai nt ai ned, however, and therefore clains 1-13 are before
us on appeal .

The appellants’ invention is directed to a nethod for
treati ng waste gases. The clainms on appeal have been

reproduced in an appendix to the Brief.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

Ai ken et al. (A ken) 4,277, 453 Jul . 7

1981

Swart et al. (Swart) 4,432, 862 Feb. 21

1984

G eco 5,129, 332 Jul . 14,

1992

Cnejrek et al. (Crejrek) (EP) 0 197 023 Cct.
8, 1986

THE REJECTI ON
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Clainms 1-13 stand rejected under 35 U.S. C. § 103 as
bei ng unpatentabl e over Greco in view of Crejrek, A ken and
Swart.?

Rat her than attenpt to reiterate the examner’s ful
commentary with regard to the above-noted rejection and the
conflicting viewoints advanced by the exam ner and the
appel l ants, we make reference to the Exam ner’s Answer (Paper

No. 31) and to the Appellants’ Briefs (Papers No. 30 and 32).

OPI NI ON

The test for obviousness is what the conbi ned teachings
of the prior art would have suggested to one of ordinary skil
in the art. See, for exanple, In re Keller, 642 F.2d 413,
425, 208 USPQ 871, 881 (CCPA 1981). In establishing a prinma
faci e case of obviousness, it is incunbent upon the exam ner
to provide a reason why one of ordinary skill in the art would
have been led to nodify a prior art reference or to conbine
reference teachings to arrive at the clainmed invention. See

Ex parte dapp, 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985).

A rejection of clains 1-13 under 35 U.S.C. §8 103 on the
basis of Greco, Aiken, MKiel, Houston and Swart was w t hdrawn
in the Answer.
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To this end, the requisite notivation nmust stemfrom sone

t eachi ng, suggestion or inference in the prior art as a whole
or fromthe know edge generally available to one of ordinary
skill in the art and not fromthe appellant's disclosure.

See, for exanple, Uniroyal, Inc. V. Rudkin-WIley Corp., 837
F.2d 1044, 1052, 5 USPQ2d 1434, 1052 (Fed. Cir.), cert.

deni ed, 488 U.S. 825 (1988).

The appellants’ invention is directed to the treatnent by
incineration of air or gases containing toxic or odorous
fumes, including vapors in the formof mst, which emanate
from manuf acturi ng processes. The invention conprises an
i nprovenent to a known systemin which the gases are exposed
to a succession of regenerators which communicate with a
conmbusti on chanber. According to the appellants, it is
typical to utilize three regenerators which receive gases from
a common gas inlet and discharge to a commobn conbustion
chanber, fromwhich “clean” gas is expelled to the atnosphere.
It is conmon practice to pass the gases successively through
two of the three regenerators, while the third regenerator is
purged of waste gases and contami nants. Purging is

acconplished, in the prior art systens, by recirculating a
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part of the “clean” gases through the regenerator to cause the
undesi rabl e conpounds held therein to be forced out into the
conmbusti on chanber. Such a system and the prior art nethod
for operating it, are described in the appellants’ claim1l1 in
t he preanbl e and paragraphs a) through d).

The appel lants further explain that in order to properly
purge the regenerators, the external surface of the packing
material contained therein and the associ ated pl enum and ducts
nmust be cleared of any volatile organic material that has
accunul ated during the passage of the gases through the
regenerator while it was on line. Sonme of these materials,
however, have not effectively been renoved by the recircul ated
stream of clean gases utilized in the prior art systens, which
normal Iy conprises no nore than 10% of the total exhaust. An
obj ective of the appellants’ invention is the nore effective
removal of liquid deposits and other residues fromthe
regenerators and their associated el enents. The basic neans
by which the appellants’ invention acconplishes this objective
is increasing the tenperature of the portion of the clean

gases which are used to purge the regenerators. The invention
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is manifested in claiml1, which first describes prior art
system and then concludes with the followng recitation:

t he i nmprovenent conpri sing:

raising the tenperature of said part of said clean

gases used as a purging gas prior to entry of said

purgi ng gas into each of said first, second and

third regenerators to be purged so as to increase

vol atilization and renoval of said conpounds

remai ning in said regenerator after the passage of

wast e gases.

It is the examner’s position that the claimed subject
matter is rendered obvious by the conbined teachings of the
four applied references. As we understand the rejection of
claim1l1, the exam ner believes the basic nethod is taught by
Greco and it would have been obvious to one of ordinary skil
inthe art to raise the tenperature of the portion of the
cl ean gases used to purge the regenerators in view of the
t eachi ngs of Cnejrek, and
to take one of the regenerators off-line to effect purging in
view of the teachings of Swart. Aiken has additionally been
cited against all of the clainms, but its disclosure of
utilizing a mst separation device is applicable only to

dependent claim 13. Notw thstanding the examner’'s referral

to the teachings of Greco and Swart, the Jepson-type claim
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presented by the appellants on its face acknow edges the
presence in the prior art of all of the subject matter recited
in claiml except for the final step. The dispositive issue
inthis case is, therefore, whether it would have been obvi ous
to one of ordinary skill in the art to nodify the prior art
system (represented in the examner’s rejection by Geco) by
addi ng the step of raising the tenperature of the clean gases
being used to purge the regenerators prior to their re-entry
into the regenerators as a purging gas. The exam ner’s

expl anation regarding this issue is as follows (Answer, pages
5 and 6):

oo Crejrek et al. sets forth a nmethod for
cl eaning residue off the surface of a regenerative
heat exchanger by passing a hot conbustion gas over
t he contam nat ed heat exchanger at a tenperature
sufficient to renove the deposits off of the heat
exchanger surface (please see the English abstract).

It would have been obvious . . . to pass a hot
conbustion gas over the residue coated heat
exchanger to volatilize off and renove the
contam nants fromthe surface . . . as set forth in
the i nprovenent cl ause of the Jepson-type appeal ed
claim1 and taught in the English abstract of
Crejrek application into the process of the Geco
reference because of the taught advantage of being
able to avoid tinme consum ng conventional wash
met hods for cleaning the surface of a heat exchanger
(pl ease see the English abstract of . . . Crejrek et
al .).
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The exam ner bases the above position on |ines 8-10 of
the English abstract of the Crejrek reference, to wt:
“Required heat is derived from conbustion fumes, hot gas, hot
air or a conbination of these” (Answer, page 8). In our
opi nion, even giving this sentence its nost charitable
interpretation, it falls short of justifying the examner’s
position that the addition of the |last step of the appellants’
claimto the G eco system woul d have been obvious, for it is a
very broad statenent that provides no specific suggestion to
raise the tenperature of the clean gases prior to
recirculation to purge the regenerators. This conclusion is
confirmed by the understanding of the Crejrek system we
obtai ned by considering the translation of the entire
reference.?

Crejrek is concerned with the problem of purging unwant ed
materials froma heat exchanger, and teaches doing so by the
use of the gases exhausted froma boiler or the like and
“cleaned” by a treatnent device such as a catalytic converter

(Figure 1). However, Cnejrek acconplishes this in a manner

2Thi s docunent was supplied by the appellants and was the
basi s upon which many of their argunents were grounded.
However, it apparently was not considered by the exam ner.

8
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whi ch woul d not have | ed one of ordinary skill in the art
toward the appellants’ clainmed invention. The appellants’
clainms require raising the tenperature of the clean gases that
exit the treatnent device prior to their being used to purge.
This is not the case in Crejrek. Wile Cnejrek apparently
appreci ates that high tenperature is desirable for purging, it
does achieve this by raising the tenperature of the gases
prior to entering the device to be purged, but teaches

mai ntai ning the tenperature of these gases during the purging
process. That is, in purging the hot side of a heat
exchanger, Cnejrek suspends the transfer of heat fromthe
pur gi ng gas exhausting froma boiler to the cool incom ng gas
in the heat exchanger, so that no heat fromthe cl ean exhaust
gases is lost and the purging capability of the gas is
maxi m zed. For exanple, in the enbodi nent of Figure 1, the
incomng gas is diverted fromthe heat exchanger and heated by
ot her nmeans so long as purging is taking place (translation,
pages 8-9). In his system Crejrek relies upon using the
entire stream of clean gases to purge, rather than just a
portion. Moreover, the gases are not re-circulated to purge

an el enment that they have previously passed through, which is
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the case in the appellants’ invention. The remaining two
applied references do not alter the principles of operation of
the Crejrek system

It therefore is clear to us that one of ordinary skill in
the art would not have been taught by Cnejrek to insure that
the tenperature of the gases exhausting froma boiler or the
i ke was adequate to acconplish the desired | evel of purging
by “raising the tenperature” of the gases at all, much | ess
doing so to a “part” of the gases “prior to entry” of the
gases into the conponent that is to be purged, as is required
by claim 1.

The nere fact that the prior art could be nodified does
not meke such a nodification obvious absent suggestion of the
desirability of doing so. See, for exanple, In re Gordon, 733
F.2d 900, 902, 221 USPQ 1125, 1127 (Fed. Cr. 1984). In the
present case, we fail to perceive any teaching, suggestion or
incentive in the applied references which would have | ed one
of ordinary skill in the art to nodify the Greco systemin the
manner proposed by the examner. It appears to us that the
only suggestion for doing so is found in the hindsight

accorded one who first viewed the appellants’ disclosure.

10
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This, of course, is not a proper basis for a rejection under
35 US. C 8 103. See Inre Fritch, 972 F.2d 1260, 1264, 23
UsP2d 1780, 1784 (Fed. Cir. 1992).

The conbi ned teachings of the four references thus fail
to establish a prima facie case of obviousness with regard to
the subject matter recited in independent claim1l1l, and we w ||
not sustain the rejection of claiml1 or, it follows, of clains
2-13, which depend therefrom In view of our decision, it is
not necessary for us to consider the secondary evidence

proffered by the appellants.

SUMVARY
The rejection i s not sustai ned.

The deci sion of the exam ner is reversed.

REVERSED

Neal E. Abrans )
Adm ni strative Patent Judge )
)
)
)
Law ence J. Staab ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND

) | NTERFERENCES
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John F. Gonzal es
Adm ni strative Patent Judge
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Ronald E. Geigg

CGREIGG & GREIGG P. L. L.C.

1423 Powhatan Street, Unit One
Al exandria, VA 22314
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